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Ref. No. 29103-010

INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOD'S S.P.A,,
Opposer,
v . Opposition No. 91218001
MYCOSKIE, LLC,
Applicant.
TOD'S S.P.A,,
Petitioner,
V.
MYCOSKIE, LLC, Cancellation No. 92061234
Respondent.

MOTION ON CONSENT TO CONSOLIDATE OPPOSITION AND CANCELLATION
PROCEEDINGSAND TO CONFORM OPPOSITION
AND CANCELLATION SCHEDULES

Pursuant to Rule 511 of the Trademark Taiad Appeal Board Maual of Procedure and
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Fed. R. Civ. P. 42(a), Tod's S.p.A. (“OppdBetitioner”), by and through counsel, hereby
moves for an order consolidating @sition No. 91218001 and Cancellation No. 92061234.
Opposer/Petitioner further requests thattbhedule for the opptien and cancellation
proceedings be conformed by adopting the datest &s thee most recently stituted of the cases
being consolidated,e., the schedule set for Cancellation No. 92061234. Counsel for
Applicant/Respondent Mycoskie, LLC (“Appaat/Respondent”) conseritsthis motion.

MEMORANDUM OF LAW

A. The Opposition and Cancellation Actions Should Be Consolidated Because
They Contain Common Issues of L aw and Fact

On August 25, 2014, Opposer/Petitioner filed an opposition against
Applicant/Respondent’s applicati to register the mark TOMSr goods in International Class
18, as shown in Application Serial No. 86/004,044 (Opposition No. 91218001).
Applicant/Respondent filed an answer theret@eptember 30, 2014. The parties thereafter held
their discovery conference, sed/their respectivinitial Disclosures and conducted written
discovery.

On April 8, 2015, Opposer/Petitioner filedcansolidated cancellation action against
Applicant/Respondent’s registrations for the m&@MS for goods and sepes in International
Classes 9, 25 and 35 as showiRaygistration Nos. 4,097,948, 4,192,925, 4,313,981, and
4,410,344 (Cancellation No. 92061234). On M8y 2015, Applicant/Respondent filed its
Answer to the cancellation action.

The opposition and cancellation proceeding# limvolve identical parties. Both
proceedings also involve commaquoestions of fact and law for the Board to resolve, including
Applicant/Respondent’s right tegister the mark TOMSOpposer/Petitioner owns TOD’S-

formative marks, and Opposer/Petitiongnsunds for opposition and cancellation in both
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proceedings relate to those marks. Ruled&lthe Trademark Trial and Appeal Board Manual
of Procedure provides that “[w]hecases involving common questiarfdaw or fact are pending
before the Board, the Board may order the conatitid of the cases.” See also Fed. R. Civ. P.

42(a); World Hockey Ass’n v. Tudor Metald®ls. Corp., 185 U.S.P.Q. 246, 248 (T.T.A.B.

1975) (ordering consolidation of two opjtem proceedings because it was “equally
advantageous to both partieshe avoidance of the dlipation of effort, loss of time, and extra
expense involved in conductitige proceedings alternately”).

In addition, counsel for Applicant/Responddmuis S. Ederer, Esq., consented to the
consolidation in an e-mail to OppargPetitioner’s counsel on May 22, 2015.

B. Discovery And Trial Periods Should Be Confor med

Opposer/Petitioner, with Applicant/Respondgibnsent, further requests that the
schedule for the opposition and cancellation procegsdbe conformed by adopting the dates as
set in the most recently institutefithe cases being consolidated,, the schedule set for
Cancellation No. 92061234, as set forth below:

Deadline for Discovery Conferencé/18/2015
Discovery Opens 6/18/2015

Initial Disclosures Due 7/18/2015

Expert Disclosures Due 11/15/2015
Discovery Closes 12/15/2015

Plaintiff's PretriaDisclosures 1/29/2016
Plaintiff's 30-day TriaPeriod Ends 3/14/2016
Defendant's Pretridisclosures 3/29/2016
Defendant's 30-day THi®eriod Ends 5/13/2016
Plaintiff's RebuttaDisclosures 5/28/2016
Plaintiff's 15-day Rebtal Period Ends 6/27/2016

! Discovery conference and initial disclosuleadlines applyp Cancellation No.
92061234. (In Opposition No. 91218001, the parties have held their discovery conference and
served Initial Disclosures.)
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CONCLUSION

For the foregoing reasons, Opposition No. 91218001 and Cancellation No. 92061234
should be consolidated, and the schedule ®n#wly consolidated opposition and cancellation

proceeding should be conformed to the dcite set by the Board i@ancellation No. 92061234.

Dated: New York, New York Respectfully submitted,
May 27,2015 COWAN,LIEBOWITZ & LATMAN, P.C.
Attorneys for Opposer/Petitioner

By: /Aryn M. Emert/
Rchard S. Mandel
Aryn M. Emert
1133Avenueof the Americas
NewYork, New York 10036
(212)790-9200
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CERTIFICATE OF SERVICE

| hereby certify that a truend correct copy of the attachitbtion on Consent To

Consolidate Opposition And Cancellation Proceedings And To Conform Opposition And
Cancellation Schedules was served upon Applicant/Respentdby mailing a copy thereof by
first class mail, postage prepaid, on ApplidRespondent’s counsel of record on May 27, 2015
addressed as follows:

LouisS. Ederer Esq.

Arnold & PorterLLP

399ParkAvenue

NewYork, NY 10022

LouisS. Ederer Esq.

Arnold& PorterLLP

399ParkAve
NewYork, NY 90066

[Aryn M. Emert/
Aryn M. Emert
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